United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPUCATIONNO. 


FILING DATE | 


FIRST NAMED INVENTOR 


[attorney DOCKET NO. | 


CONFIRMATION NO. 


10/755,889 


01/13/2004 


Steven G. Nadler 


D0284NP 


1732 



23914. 7590 02A)l/2007 

louis j. wille 

bristol-myers squibb company 
patent department 

PO BOX 4000 

PRINCETON, NJ 08543-4000 



EXAMINER 



MONSHIPOURl, MARYAM 



ART UNIT 



PAPER NUMBER 



1656 



I SH 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 02/01/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summan/ 


Application No. 

10/755.889 


Applicant(s) 

NADLER ET AL 


Examiner 

Maryam Monshipouri 


Art Unit 

1656 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address,- 



Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 1 MONTH(S) OR THIRTY (30) DAYS, 

WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even If timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

!)□ Responsive to comnnunication(s) filed on . 

2a)K This action is FINAL. 2b)n This action is non-final. 

3) 0 Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935C.D. 11,.453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 19 is/are pending in the application. 

4a) Of the above claim{s) is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) 13 Claim(s) 19 is/are rejected. 

?)□ Ciaim(s) is/are objected to. 

8) n Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) 0 The specification is objected to by the Examiner. 

iO)n The drawing(s) filed on is/are: a)n accepted or b)n objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 !)□ The oath or declaration is objected to by the Examiner, Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)n Some * c)^ None of : ■ 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
» * See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) ^ Notice of References Cited (PTO-892) 

2) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) ^ Information Disclosure Statement(s) (PTO/SB/08) 

Paper No(s)/Mail Date filed 9/7/06 . 



4) □ Interview Summary (PTO-413) 

Paper No(s)/IVIai! Date. . 

5) Notice of Informal Patent Application 

6) H Other&^^.rfs^oJ^DWrsA^ 



U.S. Patent and Trademark Office 
PTOL-326 (Rev. 08-06) 



Office Action Summary 



Part of Paper No./Mail Date 20070129 



Application/Control Number: 10/755,889 Page 2 

Art Unit: 1656 

Applicant's response to non-responsive notice filed 1 1/15/2006 is acknowledged. 
Applicant indicated that he/she provisionally elected to prosecute the invention drawn to 
a nnethod of decreasing NFkB pathway activity through the inhibition of BCL-6 
polypeptide expression (SEQ ID N0:18) even though the elected claim was drawn to a 
method of use of BCL6 polypeptide provided in SEQ ID N0:1 8. Therefore instant 
amended claim is drawn to the elected invention. 

This argument was not entirely convincing because it is common knowledge that 
applicant, at the time of election, is fully aware of what the elected claim(s) is and what 
applicant incorporates in their remarks is a mere support of that election and at times a 
mere formality. However, as a matter of courtesy and in a gesture of cooperation, the 
examiner hereby enters applicant's amendment. 

Claim 19 is pending and under examination. 

Claim Rejections - 35 USC §112 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
states. 

Claim 19 is rejected under 35 U.S.C. 102(b) as being anticipated by Taylor et al, 
(U.S. patent No. 6,140.125 issued 10/31/2000). Taylor in column 39 discloses a DNA 
sequence (namely SEQ ID N0:3, referred to as human bcl-6 gene) which encodes the 
human BCL-6 polypeptide of this invention and has 100% identity to SEQ ID NO: 18 of 
this invention (see the attached sequence alignment). In column 18, Taylor claims a 
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Art Unit: 1656 

method of inhibiting the expression of human bcl-6 in human cells comprising contacting 
said cells with antisense compounds so that the expression of human bcl-6 gene is 
inhibited. Since bcl-6 gene (or its expression products) and NFkB are members of the 
same pathway and NFkB is one of the downstream substrates of bcl gene (and/or its 
expression product) by inherency, inhibition of bcl-6 gene inherently decreases the 
activity of NFkB, anticipating this invention. 
No claim is allowed. 

Conclusion 

Applicant's amendment necessitated the hew ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of .this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 
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Art Unit: 1656 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maryam Monshipouri whose telephone number is (571) 

272- 0932. The examiner can normally be reached on 7:00 a.m to 5:30 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the exanriiner's 
supervisor. Kathleene Kerr Bragdon can be reached on (571) 272-0931. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Maryam Monshipouri Ph.D. 
Primary Examiner 
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ALIGNMENTS 



RESULT 

^5-05-4l8^40-3 

Sequence 3, Application US/09418640 
Patent No. 6140125 
GENERAL INFORMATION: 

APPLICANT: Jennifer K. Taylor 

APPLICANT: Lex M. Cowsert: 

TITLE OF INVENTION: ANTISENSE MODULATION OF BCL-6 
FILE REFERENCE: RTS-0102 

CURRENT APPLICATION NUMBER: US/09/418,64 0 
CURRENT FILING DATE: 1999-10-15 
NUMBER OF SEQ ID NOS: 8 9 
SEQ ID NO 3 

LENGTH: 3536 

TYPE: DNA 

Homo sapiens 



EXPRESSION 



ORGANISM: 
FEATURE : 
NAME/KEY: 
LOCATION: 

US-09-418-640 



CDS 

(328) . . 

•3 



(2448) 



Alignment Scores: 



Pred, No. : 


2.456-279 


Length: 


3536 


Score : 


3793.00 


Matches : 


706 


Percent Similarity: 


100.0% 


Conservative : 


0 


Best Local Similarity: 


100.0% 


Mismatches : 


0 


Query Match: 


100.0% 


Indels : 


0 


DB: 


3 


Gaps : 


0 



US-10 


-755-889 


Qy 


1 


Db 


328 


Qy 


21 


Db 


388 


Qy 


41 


Db 


448 


Qy 


61 



•18 (1-706) X US-09-418-640-3 (1-3536) 



IIIIIIMMMIIIIIIIIIMIIIIIIIIIIIIIIIIIIIIIIIIIMIIIilllll 



iiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiilii 



II 1 1 II 1 1 II III II II lll'l II 1 1 II I Ml II Mil mill tlltllllMII.il III 



N II i I II II M I II II It II I M II I II II II.M i M II II 1 



llllilMMIII 



http://es/ScoreAccessWeb/GetItem.action?AppId=10755889&seqId=333837&ItemName=20.^ 1/29/07 
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508 TTTACAGACCAGTTGAAATGCAACCTTAGTGTGATCAATCTAGATCCTGAGATCAACCCT 567 

GluGlyPheCysIleLeuLeuAspPheMetTyrThrSerArgLeuAsnLeuArgGluGly 100 

IIIIIIIIIIIIMIIIIIMIIIIIIIIIIIMIDIIIIIIMIIIIIIIIIIIIIII 



IIIIIIMIIIMIIIIHIIIIMIIIIIIIIIIMIIIIIIIIIIillilltilllil 

AACATCATGGCTGTGATGGCCACGGCTATGTACCTGCAGATGGAGCATGTTGTGGACACT 

CysArgLysPhelleLysAlaSerGluAlaGluMetValSerAlalleLysProProArg 

llllllllllllillllllllllllllllllllllMllllllllllllliltllillll 

TGCCGGAAGTTTATTAAGGCCAGTGAAGCAGAGATGGTTTCTGCCATCAAGCCTCCTCGT 
GluGluPheLeuAsnSerArgMetLeuMetProGlnAspIleMetAlaTyrArgGlyArg 

iiiiiiiiitiiiiiiiiiiiiiiiiiiiiiitniiiiiiiiiiiiiiiiiiiiiiiii 

GAAGAGTTCCTCAACAGCCGGATGCTGATGCCCCAAGACATCATGGCCTATCGGGGTCGT 
GluValValGluAsnAsnLeuProLeuArgSerAlaProGlyCysGluSerArgAlaPhe 

llltlMiitllllllilllilllllllllllllllllllltilililltltllllllll 

GAGGTGGTGGAGAACAACCTGCCACTGAGGAGCGCCCCTGGGTGTGAGAGCAGAGCCTTT 

AlaProSerLeuTyrSerGlyLeuSerThrProProAlaSerTyrSerMetTyrSerHis 

lllililltilllllllllllllllilllllllllllllllltiltlllillllliliii 

GCCCCCAGCCTGTACAGTGGCCTGTCCACACCGCCAGCCTCTTATTCCATGTACAGCCAC 

LeuProValSerSerLeuLeuPheSerAspGluGluPheArgAspValArgMetProVal 

llllilllllllhliilllMIIIMlMlllllllllltMllllllllillllllii 

CTCCCTGTCAGCAGCCTCCTCTTCTCCGATGAGGAGTTTCGGGATGTCCGGATGCCTGTG 
AlaAsnProPheProLysGluArgAlaLeuProCysAspSerAlaArgProValProGly 

jlilllllllllllllllllilillillllllllllllllilllitllllllllliliti 

GCCAACCCCTTCCCCAAGGAGCGGGCACTCCCATGTGATAGTGCCAGGCCAGTCCCTGGT 

GluTyrSerArgProThrLeuGluValSerProAsnValCysHisSerAsnlleTyrSer 

II II Mil llllillllllill II I INI II I II 111)11 II II 11.11 II Mil Mil II 

GAGTACAGCCGGCCGACTTTGGAGGTGTCCCCCAATGTGTGCCACAGCAATATCTATTCA 

ProLysGluThrlleProGluGlxiAlaArgSerAspMetHisTyrSerValAlaGluGly 

IIMMMMINIIIIIIMiMIIIIIIMIIIIMNIMIIMlllllMIIIIII 

CCCAAGGAAACAATCCCAGAAGAGGCACGAAGTGATATGCACTACAGTGTGGCTGAGGGC 
LeuLysProAlaAlaProSerAlaArgAsnAlaProTyrPheProCysAspLysAlaSer 

lilllllllllllltllllllllllllllllllilllllllllillllMlllllllill 

CTCAAACCTGCTGCCCCCTCAGCCCGAAATGCCCCCTACTTCCCTTGTGACAAGGCCAGC 

LysGluGluGluArgProSerSerGluAspGluIleAlaLeuHisPheGluProProAsn 

lIMM IMIIMMIMIMMIMMIMMIIMMMIMIMIIIilMIIMII 

AAAGAAGAAGAGAGACCCTCCTCGGAAGATGAGATTGCCCTGCATTTCGAGCCCCCCAAT 
AlaProLeuAsnArgLysGlyLeuValSerProGlnSerProGlnLysSerAspCyaGln 

IIMIIMMIMIIilllMMIIIIMIIIIIIIM.IIIlMII|MIIIIIIIIIII 



ProAsnSerProThrGluAlaCysSerSerLysAsnAlaCysIleLeuGlnAlaSerGly 360 

IIIIMIIMIIIMIIIIIIIIIIIIIIIIIIMIIIMIMIIIililllllllllll 

CCCAACTCGCCCACAGAGGCCTGCAGCAGTAAGAATGCCTGCATCCTCCAGGCTTCTGGC 1407 



IIIIIIIIIMIIIIIIIIIIMIIMIIIIIIIIIIIIIIIIIIIIIMIIMIMIII 

TCCCCTCCAGCCAAGAGCCCCACTGACCCCAAAGCCTGCAACTGGAAGAAATACAAGTTC 14 67 



IIIMIIfllllllMIIIIIIIIIIIIIIIIIIIIIIIIIIMIIIIMMIIIIIIil 

ATCGTGCTCAACAGCCTCAACCAGAATGCCAAACCAGGGGGGCCTGAGCAGGCTGAGCTG 1527 
GlyArgLeuSerProArgAlaTyrThrAlaProProAlaCysGlnProProMetGluPro 4 20 

1 1 11 M I II M I II M II 1 1 1 1 1 1 II M 1 1 1 1 1 1 II II 1 1 1 1 M I M I II II II II II M 

GGCCGCCTTTCCCCACGAGCCTACACGGCCCCACCTGCCTGCCAGCCACCCATGGAGCCT 1587 

GluAsnLeuAspLeuGlnSerProThrLysLeuSerAlaSerGlyGluAspSerThrlle 44 0 

MllltllllUIIMnMIMMIIIIIIMMIIIIIIIIIIiMMIIIIIIIIM 

GAGAACCTTGACCTCCAGTCCCCAACCAAGCTGAGTGCCAGCGGGGAGGACTCCACCATC 1647 
ProGlnAlaSerArgLeuAsnAsnlleValAsnArgSerMetThrGlySerProArgSer 4 60 

tllllllllllllllllllllllHIIIIIIIItllllllllllllllllllllllllll 

CCACAAGCCAGCCGGCTCAATAACATCGTTAACAGGTCCATGACGGGCTCTCCCCGCAGC 1707 

SerSerGluSerHisSerProLeuTyrMetHisProProLysCysThrSerCysGlySer 480 

IIIIIIIIMIIIIIMIIIillllllllllllll illlMill MIMMIIIililM 

AGCAGCGAGAGCCACTCACCACTCTACATGCACCCCCCGAAGTGCACGTCCTGCGGCTCT 17 67 

GlnSerProGlnHisAlaGluMetCysLeuHisThrAlaGlyProThrPheAlaGluGlii 500 

IIMinilllllMiMnnMIMINIIIIMMIIIIIIMIIIIIIMIIIIM 

CAGTCCCCACAGCATGCAGAGATGTGCCTCCACACCGCTGGCCCCACGTTCGCTGAGGAG 1827 
MetGlyGluThrGlnSerGluTyrSerAspSerSerCysGluAsnGlyAlaPhePheCys 520 

II I M II I II 1 1 M 1 1 1 1 1 II 1 1 II 1 1 II 1 1 II i 1 1 1 1 1 1 II M 1 1 11 M 1 1 1 1 1 II i It ' 

ATGGGAGAGACCCAGTCTGAGTACTCAGATTCTAGCTGTGAG AACGGGGCCTTCTTCTGC 1887 
AsnGluCysAspCysArgPheSerGluGluAlaSerLeuLysArgHisThrLeuGlnThr 54 0 
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1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 1 i 1 1 1 1 1 1 1 1 1 1 M 1 1 1 1 1 1 1 i 1 1 1 j 1 1 1 1 1 1 1 1 1 1 1 1 

Db 1888 AATGAGTGTGACTGCCGCTTCTCTGAGGAGGCCTCACTCAAGAGGCACACGCTGCAGACC 1947 

Qy 541 HisSerAspLysProTyrl/ysCysAspArgCysGlnAlaSerPheArgTyrLysGlyAsn 560 

iiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiniiiiiiiiiiiiiitiiiiiiiii 

Db 1948 CACAGTGACAAACCCTACAAGTGTGACCGCTGCCAGGCCTCCTTCCGCTACAAGGGCAAC 2007 

Qy 561 LeuAlaSerHisLysThrValHisThrGlyGluLysProTyrArgCysAsnlleCysGly 580 

II il II II ill II II III I II II II Ml II II tllll ill ll'll IN Ml nil II MM 

Db 2008 CTCGCCAGCCACAAGACCGTCCATACCGGTGAGAAACCCTATCGTTGCAACATCTGTGGG 2067 

Qy ■ 581 AlaGlnPheAsnArgProAlaAsnLeuLysThrHisThrArglleHisSerGlyGluLys 60 0 

IlilllllMIIIIIIIIIIIIIIIIIIIIIIIIIIMMIIMIIIMIIIIIIIIIII 

Db 2068 GCCCAGTTCAACCGGCCAGCCAACCTGAAAACCCACACTCGAATTCACTCTGGAGAGAAG 2127 

Qy 601 ProTyrLysCysGluThrCysGlyAlaArgPheValGlnValAlaHisLeuArgAlaHis 620 

IIIIIIMIIIIIMIIIItlllllllllllllllllllllllllllllllllilMIII 

Db 2128 CCCTACAAATGCGAAACCTGCGGAGCCAGATTTGTACAGGTGGCCCACCTCCGTGCCCAT 2187 

Qy 621 ValLeuIleHisThrGlyGluLysProTyrProCysGluIleCysGlyThrArgPheArg 640 

IMIIIMMIIIIIIIIIIMIIMIiMIMlllMIMIIIIIIIIIIIIIIMIII 

Db 2188 GTGCTTATCCACACTGGTGAGAAGCCCTATCCCTGTGAAATCTGTGGCACCCGTTTCCGG 2247 

Qy 641 Hi'sLeuGlnThrLeuLysSerHisLeuArglleHisThrGlyGluLysProTyrHisCys 660 

IMIIIIIIItllllllMIMMIIIMtMMMIIMMIMIMMIMIIIIlM 

Db 2248 CACCTTCAGACTCTGAAGAGCCACCTGCGAATCCACACAGGAGAGAAACCTTACCATTGT 23 07 

Qy 661 GluLysCysAsnLeuHisPheArgHisLysSerGlnLeuArgLeuHisLeiiArgGlnLys 680 

llllllllllllMIMIIMIillllllllllMIIIIMIIIMllMIIIIIMIM 

Db 2308 GAGAAGTGTAACCTGCATTTCCGTCACAAAAGCCAGCTGCGACTTCACTTGCGCCAGAAG 23 67 

Qy 681 HisGlyAlalleThrAsnThrLysValGlnTyrArgValSerAlaThrAspLeuProPro 700 

MM M III III I III 1 1 lllllll II Mini III MUM II Mill II Mill II II 

Db 2368 CATGGCGCCATCACCAACACCAAGGTGCAATACCGCGTGTCAGCCACTGACCTGCCTCCG 2427 

Qy 701 GluLeuProLysAlaCys 706 

iniiiniiinntii 

Db 2428 GAGCTCCCCAAAGCCTGC 2445 
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Alignment Scores: 
Pred . No . : 
Score: 

Percent Similarity: 
Best Local Similarity: 
Query Match: 

DB: 



us- 


10-755-889 


Qy 


1 


Db 


328 


Qy 


21 


Db 


388 


Qy 


41 


Db 


448 


Qy 


61 


Db 


508 


Qy 


81 


Db 


568 



iMiiMin 



iinMiinni 



GluGlyPheCys 

M II 1 1 1 i 11 M. 




Expression and Methods Related 



2.45e-279 
3793. 00 
100.0% 
100.0% 
100.0% 
3 



iiiiiitiiinniMiiii 



IIIIIIIMIIIIMIIIIIIIIIIII 

frATCCAGTTCACCCGCCATGCCAGTGATGTTCTTCTC 387 



AsnLeuAsnArgLeuArgSerffrgAspIleLeuThrAspValvallleValValSerArg 4 0 

M 1 1 1 M I M I II I M 1 1 1 1 b^l I M M I M 1 1 M I n 1 11 1 11 11 M I M I II II 1 1 It 



sThrValLeuMetAlaCysSerGlyLeuPheTyrSerlle 60 

MMMinilllMMIIinillinilMMMIMI 

/AAAACGGTCCTCATGGCCTGCAGTGGCCTGTTCTATAGCATC 507 

^sCysAsnLeuSerVallleAsnLeuAspProGluIleAsnPro 80 

[iiiiiiiiiiiiiiniiiniiiinntiiiiiiiiiMiii 

[AAATGCAACCTTAGTGTGATCAATCTAGATCCTGAGATCAACCCT 567 

LeLeuLeuA3pPheMetTyrThrSerArgLe\aAsnLeuArgGluGly 100 

'iiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiiii 



http://es/ScoreAccessWeb/Getltem.aclion?Appld=107558.89&seqId=333837«&ItemName^ 



:=20... 1/29/07 



